SEP 0 5 2006 * 



0*1- 01-06 



PTO/SB/21 (09-04) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 



\<£Jgderthe Paperv 


VDftraduction Act of 1 995, no persons are required .to respond to a collection of information unless it displays a valid OMB control number. 


r — - 

TRANSMITTAL 
FORM 

(to be used for all correspondence after initial filing) 


Application Number 


10/718,852 


Filing Date 


November 20, 2003 


First Named Inventor 


Hixon et al. 


Art Unit 


3724 


Examiner Name 


S. Choi 


^Total Number of Pages in This Submission 




Attorney Docket Number 


2916-4842.1US J 



ENCLOSURES (check ail that apply) 



n Fee Transmittal Form 

l~1 Fee Attached 
D Amendment / Reply 

□ After Final 

n Affidavits/declaration(s) 
l~l Extension of Time Request 

f~l Express Abandonment Request 

|~| Information Disclosure Statement 

|~| Certified Copy of Priority 
Document(s) 

l~l Reply to Missing Parts/ 
Incomplete Application 
l~l Reply to Missing Parts 
under 37CFR1.52 or 1.53 



HI Drawing(s) 

l~l Licensing-related Papers 

□ Petition 

0 Petition to Convert to a 
Provisional Application 

1 I Power of Attorney, Revocation 

Change of Correspondence Address 

n Terminal Disclaimer 

l~l Request for Refund 

□ CD, Number of CD(s) 



□ Landscape Table on CD 



f~l After Allowance Communication to TC 

I"! Appeal Communication to Board 

of Appeals and Interferences 
P<3 Appeal Brief 

PI Proprietary Information 
□ Status Letter 



[XJ Other Enclosure(s) 
(please identify below): 

Copy of date stamped postcard filed 
August 6, 2004; Copies of Declaration of 
Eric J. Ruff with Exhibit A, B and C filed 
August 6, 2004 



I Remarks I 

The Commissioner is authorized to charge any additional fees required but not submitted 
with any document or request requiring fee payment under 37 C.F.R. §§1.16 and 1.17 to 
Deposit Account 20-1469 during pendency of this application. 



SIGNATURE OF APPLICANT, ATTORNEY, OR AGENT 




CERTIFICATE OF MAILING 



Express Mail Label Number: EV827470574US 
Date of Deposit: September 5, 2006 
Person Making Deposit: Brett Hooke 



This collection of information is required by 37 CFR 1.5. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to process) an application. Confidentiality is 
governed by 35 U.S.C. 122 and 37 CFR 1.11 and 1.14. This collection is estimated to 12 minutes to complete, including gathering, preparing, and submitting the completed application form to the USPTO. Time 
will vary depending upon the individual case. Any comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief information Officer. 
U.S. Patent and Trademark Office, U.S. Department of Commerce. P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: 
Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call U800-PTO-9199 and select option 2. 




PATENT 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS AND INTERFERENCES 

In re Application of: 

Hixon et al. 

Serial No.: 10/718,852 

Filed: November 20, 2003 

For: DIE CUTTING SYSTEM, 
COMPONENTS THEREOF, AND 
METHODS 

Confirmation No.: 1905 
Examiner: S. Choi 
Group Art Unit: 3724 
Attorney Docket No.: 2916-4842. 1US 



APPEAL BRIEF 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Attn: Board of Patent Appeals and Interferences 

Sir: 



NOTICE OF EXPRESS MAILING 
Express Mail Mailing Label Number: EV827470574US 
Date of Deposit with USPS: September 5, 2006 
Person making Deposit: Brett Hooke 



This APPEAL BRIEF is being submitted in the format required by 37 C.F.R. 
§ 41.37(c)(1). The accompanying fee has already been paid. 



0» 

Serial No. 10/718,852 

(1) REAL PARTY IN INTEREST 

U.S. Application Serial No. 10/718,852 (hereinafter "the '852 Application"), the 
application at issue in the above-referenced appeal, has been assigned to QuicKutz, Inc., as 
evidenced by the assignment that has been recorded with the U.S. Patent & Trademark Office 
(hereinafter "the Office") at Reel No. 013271, Frame No. 0566. Accordingly, QuicKutz, Inc. is 
the real party in interest in the above-referenced appeal. 

(2) RELATED APPEALS AND INTERFERENCES 

The final rejections of the claims in U.S. Application Serial No. 09/864,723, filed on 
May 23, 2001, are currently the subject of an appeal to the Board of Patent Appeals and 
Interferences (hereinafter "the Board"). The Board's review of that application may have some 
bearing on the Board's decision in the above-referenced appeal. 

(3) STATUS OF CLAIMS 

There are currently seventy-seven (77) claims pending and under consideration in the 
above-referenced application. 

Of these, the Examiner has withdrawn claims 1 -47 and 49-60 from consideration, and has 
considered and finally rejected claims 48 and 61-77. The Examiner's refusal to consider 
claims 1-47 and 49-60 and the final rejections of claims 48 and 61-77 are subject to this appeal. 

No claims have been allowed. 
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(4) STATUS OF AMENDMENTS 

The '852 Application was filed on November 20, 2003, with thirty-five (35) claims. 
A Preliminary Amendment was mailed on July 22, 2003. 

On February 26, 2004, a Petition to Make Special was filed in view of an ever-increasing 
number of subsequently introduced copy-cat products that would infringe the scopes of the 
pending claims of the '852 Application. 

A first action on the merits of claims 1-35 was mailed on May 24, 2004. In that action, 
each of the pending claims was rejected. An Examiner's Interview was conducted on June 15, 
2004, in which differences between Appellants' chemically etched die and the art were 
discussed, as were several features that could be included in the claims to distinguish the same 
over the prior art. 

Following the Examiner's Interview, several revisions to the previously pending claims 
were presented, as were new claims 36-77 — each addressing differences between the art upon 
which the Examiner had based his claim rejections and Appellants' chemically etched die. That 
Amendment was accompanied by a Declaration of Eric J. Ruff, the President and C.E.O. of 
QuicKutz, Inc., which detailed the commercial success of and long-felt need for the claimed 
apparatus. The Amendment and Declaration were sent to the Office on August 2, 2004. 

That Amendment was followed by a 1 4-way restriction requirement, in which the 
Examiner admitted commonalities between seven of the groups by indicating that claim 48 
would be considered if any of those seven groups was elected. 

An election was made, in a Response dated March 2, 2005, to prosecute claims 61-77 of 
Group 14. 
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Although Group 14 was not one of the seven identified groups with which claim 48 
would also be considered, the Examiner rejected claims 48 and 61-77 in a final Office Action 
dated December 2, 2004. 

A Notice of Appeal was filed on January 17, 2006, and an APPEAL BRIEF was 
subsequently filed. A Notice of Non-Compliant Appeal Brief was sent on August 3, 2006, and is 
followed by this APPEAL BRIEF. As September 3, 2006, fell on a Sunday, the following 
Monday, September 4, 2006, was the federal Labor Day holiday, and this APPEAL BRIEF is 
being submitted on Tuesday, September 5, 2006, it should be deemed to have been filed within 
one month of the mailing date of the Notice of Non-Compliant Appeal Brief. 

(5) SUMMARY OF CLAIMED SUBJECT MATTER 

The '852 Application includes claims that are directed to dies for forming patterns in 
sheets of material. Such a die includes a plate and at least one cutting edge protruding from a 
surface of the plate. See, e.g., paragraph [0030]; independent claims 48 and 62. 

The plate may be portable and configured for use with a portable press. 
See, e.g., paragraph [0016]; claims 62-68 and 70-77. The plate of the die may be substantially 
planar. See, e.g., paragraph [0030]; claims 48, 61-68, and 70-77. It may have a peripheral edge 
with a dimension of, at most, about two inches. Paragraph [0037]; claims 71-74. 

The plate of the die may be substantially rigid. See, e.g., paragraph [0035]; claims 48 
and 61 . The thickness or rigidity of the plate may be sufficient to maintain planarity when the die 
is unsupported. Claims 62-68 and 70-77. The plate may also be configured to apply pressure 
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simultaneously to at least one cutting edge of the die. See, e.g., paragraph [0041]; 
claims 61 and 77. 

(6) GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

(A) The rejection of claims 64-68 and 70 under 35 U.S.C. § 1 12, second paragraph, 
for various informalities; 

(B) The rejection of claims 48, 61, 62, 68, 75, and 77 under 35 U.S.C. § 102(b) for 
being drawn to subject matter that is allegedly anticipated by the subject matter described in U.S. 
Patent 3,469,488 to Gaspari (hereinafter "Gaspari"); 

(C) The rejection of claims 48, 6 1 -67, and 77 under 35 U.S.C. § 1 02(b) for reciting 
subject matter that is purportedly anticipated by the disclosure of U.S. Patent 5,172,622 to Sabin 
(hereinafter "Sabin"); 

(D) The rejection of claims 48, 61, 62, 68-70, 75, and 76 under 35 U.S.C. § 102(b) for 
being directed to subject matter that is assertedly anticipated by the subject matter described in 
U.S. Patent 4,537,588 to Ehlscheid et al. (hereinafter "Ehlscheid"); and 

(E) The 35 U.S.C. § 103(a) rejection of claims 71-74 for reciting subject matter that is 
allegedly unpatentable over teachings from either Gaspari or Ehlscheid. 

(7) ARGUMENT 

A. REJECTIONS UNDER 35 U.S.C. § 1 12. SECOND PARAGRAPH 
Claims 64-68 and 70 have been rejected under 35 U.S.C. § 1 12, second paragraph, for 
various informalities. 
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It is clear from the language of claim 64 that the support recited therein is not necessarily 
the same as the substantially rigid support recited in claim 63. Therefore, claim 64 complies with 
the definiteness requirement of the second paragraph of 35 U.S.C. § 1 12. 

With respect to claims 65 and 70, it is noted that there are typographical errors and 
antecedent basis issues in these claims that may be addressed in the future. In any event, 
independent claim 62 from which claims 65 and 70 depend, should recite that the edge protrudes 
from the front side of the substantially planar plate, rather than from the front side of a 
"substantially planar die supporting surface," while it is evident that "said surface" referred to in 
claims 65 and 70 is the "front side" of independent claim 62. 

It is likewise evident that the recitation of "said surface" in claim 68 is the "front side" of 
independent claim 62. Additionally, it is noted that "said distance" should be replaced with "a 
distance" when the '852 Application reenters prosecution. 

B. REJECTIONS UNDER 35 U.S.C. § 1020^ 
1. APPLICABLE LAW 

A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single reference which qualifies as prior art under 
35 U.S.C. § 102. Verdegaal Brothers v. Union Oil Co. of California, 2 USPQ2d 1051, 1053 
(Fed. Cir. 1987). The identical invention must be shown in as complete detail as is contained in 
the claim. Richardson v. Suzuki Motor Co., 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). 
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2. ART RELIED UPON 

Gaspari 

Gaspari describes, among other things, a thick, molded plastic die 10 including a base 1 1 
with integral cutting ridges 14, 14a protruding from the surface thereof. FIGs. 1 and 2; col. 3, 
line 71, to col. 4, line 22. Overall, the thickness of the die 10 is a quarter of an inch, with the 
base 1 1 making up the majority (over two-thirds) of that thickness. Col. 4, lines 12-22. This 
thick base 1 1 is required so that the force applied against the back side of the die is uniformly 
distributed over the entire cutting surface of the die. Col. 4, lines 29-31. Although Gaspari notes 
that the thickness of the die may be irrelevant, that is only the case where at least the cutting edge 
of the die is "attached to a harder, more rigid support backing." Col. 4, lines 23-29. 

Sabin 

The die element 12 of the table-top die cutting apparatus 10 described in Sabin includes a 
body 30 with "at least two flat, upstanding sides . . ." Col. 3, lines 40-45. A cutting edge 32 
protrudes from the body 30. Col. 3, lines 45-46. 

Ehlscheid 

Ehlscheid describes a die which is configured to be used on a rotary press. The die of 

Ehlscheid has a curvature which facilitates securing of the die to a partially cylindrical drum. 

The drum is part of a rotary press, which, as is well known in the art, is a heavy piece of 

industrial equipment, typically weighing several hundred pounds. In addition to being curved, 

the die of Elscheid includes opposite edges that are bent toward one another. FIG. 2; col. 3, 
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lines 38-41. These inwardly bent edges are configured to be engaged by corresponding features 
of the drum and, thus, facilitate securing of the die to the drum. Col. 3, lines 39-44. The 
curvature and the bent edges of the die guarantee that the die is accurately clamped to the drum 
and that the holes in the die register with corresponding holes in the drum. Col. 3, lines 38-44. 
In addition to the bent edges, screws and clamps secure the die of Ehlscheid to a drum. Id. ; 
col. 4, lines 13-21. 

Holes are formed within the confines of the cutting edges of the die described in 
Ehlscheid so that a vacuum may be applied to paper to hold the same in place relative to the die 
and a drum by which the die is carried during cutting. Col. 4, lines 22-30. Such holes are 
necessary because it is not desirable for a cutout to be immediately ejected from the die once a 
sheet of material has been cut. The holes in the die also facilitate the application of a positive 
pressure to a cutout piece of paper to remove the same from the die at a desired point in time 
following cutting. Col. 4, lines 27-30. 

The die described in Ehlscheid has a total thickness of 0.5 mm, which is equal to 20 mils, 
or 0.02 inch. Col. 3, lines 19-21. The heights of the cutting edges of the die are 0.3 mm, which 
is equal to 12 mils, or 0.012 inch. Col. 3, lines 30-32. The backing of the die disclosed in 
Ehlscheid has a thickness of 0.2 mm, which is equal to 8 mils or 0.008 inch. Col. 3, lines 25-27. 

3. ANALYSIS 
Claims 48, 61-70, and 75-77 stand finally rejected under 35 U.S.C. § 102(b). 
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a. GASPARI 

Claims 48, 61, 62, 68, 75, and 77 stand finally rejected under 35 U.S.C. § 102(b) for 
being drawn to subject matter that is allegedly anticipated by the subject matter described in 
Gaspari. 

Independent claim 48 is directed to a die for forming patterns in a sheet of material. The 
die of independent claim 48 includes a portable, substantially rigid, substantially planar plate, as 
well as at least one cutting edge protruding from a surface of the substantially planar plate. 

While the die 10 of Gaspari includes a thick base 1 1 or a support backing to provide it 
with sufficient rigidity (col. 4, lines 23-31), it is evident that, due to formation of the die 10 from 
plastic, the base 1 1 must be sufficiently thick to provide the desired amount of rigidity (i.e., 
sufficient rigidity that the "force applied against [the die] is uniformly distributed over the entire 
cutting surface of the die." Col. 4, lines 29-31). 

Further, the only die thickness disclosed in Gaspari is a quarter of an inch, which, in view 
of the relatively small lateral dimensions and rigidity of the disclosed die, could hardly be 
considered to be "substantially planar." 

Therefore, it is respectfully submitted that Gaspari lacks any express or inherent 
description of a die that includes a "substantially planar" plate, as would be required for the 
disclosure of Gaspari to anticipate each and every element of independent claim 48 under 
35 U.S.C. § 102(b). 

Claim 61 is allowable, among other reasons, for depending from claim 48, which is 
allowable. 
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With respect to the die recited in independent claim 62, it is again noted that Gaspari does 
not expressly or inherently describe a die with a "substantially planar" plate. 

Moreover, Gaspari does not expressly or inherently describe that the die 10 thereof 
includes "a back side configured to be supported by a substantially planar die supporting surface 
of a press . . (emphasis supplied). Nothing about the apparatus illustrated in FIG. 5 of Gaspari 
appears to be portable. 

In view of the foregoing, it is respectfully submitted that Gaspari does not anticipate each 
and every element of independent claim 62, as would be required to affirm the 35 U.S.C. 
§ 102(b) rejection of that claim. 

Claims 68, 75, and 77 are each allowable, among other reasons, for depending from 
claim 62, which is allowable. 

Claim 68 is additionally allowable since Gaspari neither expressly nor inherently 
describes that the cutting ridges 14, 14a of the die 10 disclosed therein protrude from a surface of 
the base 1 1 of that die 10 a distance that is greater than the thickness of the base 1 1 . Instead, the 
disclosure of Gaspari is limited to a die 10 with a base 1 1 that has a thickness of 0. 17 inch and 
cutting ridges 14, 14a that protrude a much shorter distance, 0.08 inch, from the base 1 1 . 

b. SABIN 

Claims 48, 61-67, and 77 have been finally rejected under 35 U.S.C. § 102(b) for reciting 

subject matter that is purportedly anticipated by the disclosure of Sabin. 

The die 12 described in Sabin includes a body 30 with "at least two flat, upstanding 

sides . . ." See, e.g., col. 3, lines 40-54. As the sides of the body 30 of the die 12 are upstanding, 
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it is evident that the die itself could not include a "substantially planar" plate, as would be 
required for the disclosure of Sabin to anticipate each and every element of independent 
claims 48 and 62. 

Furthermore, Sabin does not expressly or inherently describe that the press disclosed 
therein is portable or, thus, that the dies that may be used with that press include back sides that 
are configured to be supported by a corresponding surface of a portable press, as required by 
independent claim 62. 

Therefore, the disclosure of Sabin does not anticipate each and every element of either 
independent claim 48 or independent claim 62. 

Claim 61 is allowable, among other reasons, for depending from claim 48, which is 
allowable. 

Each of claims 63-67 and 77 is allowable, among other reasons, for depending from 
claim 62, which is allowable. 

c. EHLSCHEID 

Claims 48, 61, 62, 68-70, 75, and 76 are finally rejected under 35 U.S.C. § 102(b) for 
being directed to subject matter that is assertedly anticipated by the subject matter described in 
Ehlscheid. 

Notably, dies that are configured for use in rotary presses, such as that disclosed in 

Ehlscheid, have thin, chemically etched configurations that are not configured to be used by 

individual consumers. Because the backings of such dies are flexible and, thus, relatively thin 

(e.g., the backing of the Ehlscheid die is only 0.2 mm, or 8 mils thick), the edges of the backings 
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of such dies are razor sharp. Consequently, such dies tend to cut even the fingers of industrial 
handlers who have been trained to secure such dies to and remove them from rotary presses. 

As the disclosure of Ehlscheid is limited to flexible dies for use with rotary presses, 
Ehlscheid lacks any express or inherent description of a die that includes a substantially rigid. 

Moreover, the die of Ehlscheid does not include a substantially planar plate. Rather, the 
plate of that die has a curvature and is bent to include two inwardly extending edges. FIG. 2; 
col. 3, lines 38-41. 

Thus, Ehlscheid does not anticipate each and every element of independent claim 48, as 
would be required to affirm the 35 U.S.C. § 102(b) rejection of that claim. 

Claim 61 is allowable, among other reasons, for depending from claim 48, which is 
allowable. Claim 61 is additionally allowable because, in view of Ehlscheid' s limited disclosure 
that the die thereof is configured for use with an industrial rotary press, it is apparent that all 
regions of the backside of that die are not concurrently and completely supported "by a 
substantially planar surface as pressure is simultaneously applied to all of [the] cutting edge" of 
that die. Instead, Ehlscheid merely discloses that the die is configured to be supported by a 
curved surface, and that pressure is only applied linearly across the die and, thus, to only portions 
of a cutting edge at any point in time. 

With respect to the subject matter recited in independent claim 62, it is respectfully 

submitted that the disclosure of Ehlscheid is limited to dies that are configured for use with 

industrial rotary presses, not for use with portable pressures. Thus, Ehlscheid includes no 
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express or inherent description of a die that includes a back side configured to be supported by a 
substantially planar die supporting surface of a portable press. Further, since the die of Ehlscheid 
is flexible, it does not include a plate with "a thickness [to] maintain its substantial planarity 
when not supported . . ." Therefore, under 35 U.S. C. § 102(b), the disclosure of Ehslcheid does 
not anticipate each and every element of independent claim 62. 

Each of claims 68-70, 75, and 76 is allowable, among other reasons, for depending from 
claim 62, which is allowable. 

Claim 75 is additionally allowable since Ehlscheid does not expressly or inherently 
describe that the die thereof has dimensions that facilaite compact and portable storage thereof. 
Again, the die of Ehlscheid is relatively large and configured for industrial use. 

Reversal of the 35 U.S.C. § 102(b) rejections of claims 48, 61-70, and 75-77 is 
respectfully requested, as is the allowance of each of these claims. 

C. REJECTIONS UNDER 35 U.S.C. $ 103(a) 

1. APPLICABLE LAW 

The standard for affirming a rejection under 35 U.S.C. § 103(a) is set forth in M.P.E.P. 

§ 706.02(j), which provides: 

To establish a prima facie case of obviousness, three basic criteria 
must be met. First, there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art, to modify the reference 
or combine reference teachings. Second, there must be a 
reasonable expectation of success. Finally, the prior art reference 
(or references when combined) must teach or suggest all the claim 
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limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both 
be found in the prior art, and not based on applicant's disclosure. 
In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

Secondary considerations of nonobviousness include "commercial success, long felt but 
unsolved needs, failure of others, etc." M.P.E.P. § 2141, quoting Graham v. John Deere, 
383 U.S. 1, 148 USPQ 459 (1966). 

2. ANALYSIS 

Claims 71-74 stand finally rejected under 35 U.S.C. § 103(a) for being directed to subject 
matter that is allegedly unpatentable over teachings from either Gaspari or Ehlscheid. 

Each of claims 71-74 is allowable, among other reasons, for depending from claim 62, 
which is allowable. 

Moreover, it is respectfully submitted that there are at least two reasons that a prima facie 
case of obviousness has not been established against any of claims 71-74. 

First, it is respectfully submitted that neither Gaspari nor Ehlscheid teaches or suggests 
the dimensions recited in any of these claims. 

Second, in view of the fact that Gaspari and Ehlscheid both lack any teaching or 
suggestion that the dies thereof may be used with portable presses, it is respectfully submitted 
that one of ordinary skill in the art wouldn't have been motivated to develop dies with the 
dimensions recited in any of claims 71-74. 

Furthermore, the Declaration of Eric J. Ruff that was filed in the '852 Application on 

August 2, 2004, identifies several reasons that dies having the dimensions recited in each of 
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claims 71-74 would have been non-obvious as of the date to which a claim for priority has been 
made in the above-referenced application. 

It is respectfully requested that the 35 U.S.C. § 103(a) rejections of claims 71-74 be 
withdrawn and that each of these claims be allowed. 

(8) CLAIMS APPENDIX 

A listing of claims 48 and 61-77 is attached as the CLAIMS APPENDIX to this 
APPEAL BRIEF. 

(9) EVIDENCE APPENDIX 

A copy of the Declaration of Eric J. Ruff, which was filed in the '852 Application on 
August 2, 2004, is enclosed as an EVIDENCE APPENDIX to this APPEAL BRIEF. 

(10) RELATED PROCEEDINGS APPENDIX 

There is no RELATED PROCEEDINGS APPENDIX to this APPEAL BRIEF. 

(11) CONCLUSION 

It is respectfully submitted that: 

(A) The rejections of claims 64-68 and 70 under 35 U.S.C. § 1 12, second paragraph, 
for various informalities will be addressed at a later date; 
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(B) Claims 48, 61, 62, 68, 75, and 77 are allowable under 35 U.S.C. § 102(b) for 
being drawn to subject matter that is not anticipated by the subject matter described in Gaspari; 

(C) Claims 48, 61-67, and 77 are allowable under 35 U.S.C. § 102(b) for reciting 
subject matter that is patentable over the subject matter disclosed in Sabin; 

(D) Claims 48, 6 1 , 62, 68-70, 75, and 76 recite subject matter that, under 35 U.S.C. 
§ 102(b), is allowable over the subject matter described in Ehlscheid; and 

(E) Claims 71-74 are each allowable under 35 U.S.C. § 103(a) for being drawn to 
subject matter that is patentable over the teachings of both Gaspari and Ehlscheid. 

Accordingly, reversal of the rejections of claims 48, 61-68, and 70-77 is respectfully 
solicited, as is the allowance of each of these claims. 




Brick G. Power 
Registration No. 38,581 
Attorney for Applicants 
TraskBritt, PC 
P.O. Box 2550 

Salt Lake City, Utah 841 10-2550 
Telephone: 801-532-1922 



Date: September 5, 2006 
BGP/eg 



Document in ProLaw 
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CLAIMS APPENDIX 
48. A die for forming patterns from a sheet of material, comprising: 
a portable, substantially rigid, substantially planar plate; 

at least one cutting edge protruding from a surface of said substantially planar plate. 

61 . The die of claim 48, wherein all regions of a back side of said portable, 
substantially rigid, substantially planar plate located opposite said at least one cutting edge are 
configured to be concurrently and completely supported by a substantially planar surface of a 
portable die cutting apparatus as pressure is simultaneously applied to all of said at least one 
cutting edge. 

62. A die for forming patterns from a sheet of material, comprising: 

a substantially planar plate including a back side configured to be supported by a substantially 
planar die supporting surface of a portable press and having a thickness maintain its 
substantial planarity when not supported by said substantially planar die supporting 
apparatus; and 

a cutting edge protruding from a front side of said substantially planar die supporting surface, 

said cutting edge being configured cut through the sheet of material as pressure is applied 
to said back side of said substantially planar plate. 

63. The die of claim 62, wherein said cutting edge is configured to cut through the 

sheet of material as said cutting edge is forced against a substantially rigid support. 

CLAIMS APPENDIX - PAGE 1 
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64. The die of claim 63, wherein said cutting edge is configured to cut through the 
sheet of material as said cutting edge is forced against a support formed from a material that is 
softer than the material from which the cutting edge is formed. 

65. The die of claim 62, further comprising: 

at least one ejection element associated with said surface of said substantially planar plate, said at 
least one ejection element being configured to immediately force a sheet of material from 
a location laterally adjacent to the at least one cutting edge upon removal or pressure from 
the die. 

66. The die of claim 65, wherein said at least one ejection element comprises at least 
one compressible, resilient member. 

67. The die of claim 65, wherein at least a portion of said at least one ejection element 
is positioned within a periphery defined by said at least one cutting edge. 

68. The die of claim 62, wherein said distance said at least one cutting edge protrudes 
from said surface of said substantially planar plate is greater than a thickness of said substantially 
planar plate. 
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70. The die of claim 62, wherein said at least one cutting edge protrudes from said 
surface of said substantially planar plate a distance of about 0.015 inch to about 0.02 inch. 

71 . The die of claim 62, wherein at least one peripheral dimension of said 
substantially planar plate is at most about 2 inches. 

72. The die of claim 71, wherein said substantially planar plate is rectangular in shape 
and has peripheral dimensions of at most about 2 inches by about 2 inches. 

73. The die of claim 62, wherein at least one peripheral dimension of said 
substantially planar plate is about 2 inches. 

74. The die of claim 73, wherein said substantially planar plate has peripheral 
dimensions of about 2 inches by about 2 inches. 

75. The die of claim 62, wherein said substantially planar plate has dimensions which 
facilitate compact and portable storage thereof with a plurality of other similarly dimensioned 
dies. 

76. The die of claim 62, wherein said substantially planar plate comprises at least one 
of a magnetic material and a material which is attractable to a magnetic field. 
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77. The die of claim 62, wherein all regions of a back side of said portable, 
substantially rigid, substantially planar plate located opposite said at least one cutting edge are 
configured to be concurrently and completely supported by a substantially planar surface of a 
portable die cutting apparatus. 
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DECLARATION OF ERIC J. RUFF 



Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 

I, Eric J. Ruff, declare that: 



1. 

2. 



I am over twenty-one years of age and competent to give sworn testimony. 

T am the President and C.E.O. of QuicKutz, Inc., (hereinafter "QuicKutz") a 
^£E£S-d under the laws of the State of U*. I have served in that 
capacity at QuicKutz since its organization on September 5, 2001. 
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, U S Patent Application Serial No. 10/718,852 (hereinafter the '85 2 Apph cat ««) has 
b^enSedto QuicKutz, the assignment having been recorded With the U.S. Patent 
& Trademark Office at Reel No. 013271, Frame No. 0566. 

Commercial Success 

i Tn 1002 OuicKutz released to the U.S. market a portable personal die cutting system 
" tZ su£S rigid chemically etched dies of the type recited in the claims of the 
'852 Application. 

S In 2002 QuicKutz's first full year of operation, approximately $236 000 was • 
^^^advcrtising. which included advertising for its chemically etched dies, 
^dvertisine included printed advertisements in scrapbooking publications a 

available in retail stores that sold QuicKutz products, 
ZToZ^i o § f a website, updates and maintenance to the webshe, and expenses 
SJocS with trade shows. Extensive of word-of-mouth advertising, at no cost to 
QuicKutz, also occurred during 2002. 

* Between May 1, 2002, and December 31, 2002, QuicKutz sold approximately 
6 - ?3^00 dlefof the type recited in the claims of the '852 Application. This > sales 
voto amounted to approximately $1,917,000 in gross revenues for QuicKutz 
volume amoume W { ^ were sold for ^ ^th the dies. (In 

^™£S^£c«*i»<*> were sold in kits that included a set of 
dies,^d me $1,917,000 figure involves an allocation of the purchase price of such 
kits between the tool and the dies.) 

7 Total revenues during 2002 that were attributable to QuicKutz's portable personal die 
S rZSHnd the dies designed for use therewith amounted to approximately 
3,^" fpp-xirnately a lOx return on QuicKutz's 2002 investment 

in advertising. 



8. 



OuicKutz spent approximately $199,000 on advertising in 2003. Again, such 
advertSncluded expenses relating to trade shows, updates to and maintenance of 
oIkS websHe catelogs, and printed advertisements in scrapbooking magazines. 
Z n've J o Word J^outh advertising, at no cost to QuicKutz, occurred 



during 2003. 



In 2003, QuicKutz sold approximately 2,127,000 dies of type rectfe I « 
of fte '852 Application, which amounted to gross sales of approximately $7,449,000, 
nottcluding die cutting tools that were sold for use with the dies. (Again many 
tools were "old in kits, and the $7,449,000 figure involves an allocation .of the 
p^e price of such kits between the tool and the dies included therein.) 
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10. 



11. 



12. 



13. 



14. 



15. 



Total revenues during 2003 that were attributable to QuicKutz's portable personal die 

<v <™u*Ld the dies designed for use therewith amounted to approximately 
^Jm££ Ornately a 45x return on QuicKutz's 2003 investment 

in advertising. 

Through June 30, 2004, QuicKutz has spent approximately $301,000 on advertising, 
^ludlie e^pensU relating to trade shows, printing costs for new catalogs, costs 
^ffiSSSUJL. in scrapbooking magazines, and contained updates to 
Z I QukKu^'s website. Extensive of word-of-mouth adverting, at no cost to 
QuicKutz, has also occurred during 2004 

During the first six months of 2004, QuicKutz sold approximately 1,705,000 of 'its 
di« of Ae type recited in the claims of the '852 Application Its gross sales of dies 
^ount^proximately $4,795,000, not including sales from tools that were sold 
for use with the dies. 

Total revenues during the first six months of 2004 that were attributable to 
SSSSS^rtSt personal die cutting tools and the dies designed for use there™* 
SlounS to approximately $5,328,000, representing approximately an 18x return on 
QuicKutz's 2004 investment in advertising. 

These numbers show the commercial success of dies that fall within the scope of the 
? c '852 Location Sales figures including tool sales are considered to be 
t^^^SSSS^ of SucKutz's rigid chemically etched dies, 
betake : ali I of QuicKutz's advertising has promoted both its dies and the portable 
personal die cutting system in which they are used. 

Long-Felt Need 

Shortly after OuicKutz introduced its portable personal die cutting system into the 
S m^y customers and commentators observed that the QuicKutz dies uniquely 
STedTnL that had not previously been met in the scrapbooking industry The 
attached ExMhilA is a sampling of magazine articles to mat effect, including (i) an 
an^mcelneXview printed in the November/December 2002 issue of Memory 
m£ ^Toazine observing that the QuicKutz dies make possible "more intricate, 
det« S^S^vtow prin ted in the April/May 2003 issue of PaperKuts 
maSlne noting m solid demand for die cuts and stating that the QuicKutz dies 
X "thelSp, crisp look of store cut dies" in a personal die cutting system that 
cal be used "hX comfort of your own home"; (Hi) an article in the 2003 issue of 
ZavbooLgTop 50, published by Memory Makers, highlighting the portability 
Stages of the QuicKutz dies by implying that 80 of them weigh about a pound. 
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after OuicKutz introduced its substantially rigid chemically etched dies into 
^^^S^tan began offering similar dies as well as che cuttmg tools 

that could use such dies. 

_ tp ii „ f onn , e;™ a ioint venture between Ellison Educational Equipment, 
E £, began «• - adapter for to portable d« 

l^sS^rpSSL, *e desirability of a portable persona, 
die cutting system that uses rigid substantially planar dtes. 

.■. i«„ » ,»mniiiv known as DayCo, which has since been acquired by 

£S Sut tod to use rigid substantially planar dies similar to those 
£^ta^2%Hc*^ The attached EshihuX is a print-out of one of 
St'sl^LebV, advertising the ^ability of a portable personal che 
cutting system, including the ability to use rigid "wafer-thin dies. 

oS of^ we described in the claims of the '852 Application. 
, declare that ,1 ^^S^-^ 

any patent issuing thereon. 
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Magazine Articles 



j new products 






quickutz personal 
die-cutting system 

Here's one for the wish list: the QulcKutz (888-702-1 146 
• qulckutz.com) new personal die-cutting system. This gadget 
offers portability, ease and speed of use, more alphabet options 
with shadow letters and more Intricate, cleaner design cuts. 

In the fall of 2000, Natasha Hbcon grew frustrated wtth the 
time-consuming task of cutting out letters. After researching 
some options, she and her husband, Mark, developed a 
complete die-cutting system that can fit In your purse or crop 
bag and cut up to 1 00 shapes In one mlnutel 

Weighing less than two pounds, the basic system, called the 
Essential Kit, consists of a hand press and cradle In which to 
rest It, a complete alphabet set, plus two punctuation dies, 
three shapes and a storage binder. $200-$320 



stcokira stuffier 

Does this cute IB' thing he mind you of a 
scrapbocte you know? She wouW n she riad 
blond liair. you say? No! a problem, Critter 
Crafts (94^-858-62/1 • scjapb^eNUxior.) 
can ofivornte- tlwse ornaments wrlh riair 
color and siyte, skin tons and evan sflwity. 
Each one is handcrafted so no two ais 
wiactiy alike. $15, plus s & h 
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heritage stickers 

Dorothys Memories, a new one of heritage 
sockets from Tumblebeasts (505-323-5554 
• tumblebeasts.com), fill photographic gaps 
or embellish pages with visions of Grandmate 
kitchen, vintage clothing and antique toys. 
The line takes its name from Tumblebeasts' 
owner Karen Stockhamfc own grandmother, 
Dorothy Karen wanted to create realistic 
images with a playful touch. $1.85 per sheet 
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A ljusy mom keeps journafrig wcnty 
tidbits on arytng she can be fl 
catondar o tte gnocay fet Weeks fc**. 
thtf same busy morr, go* nJs byng fc> 
oc*9dalt»bteftndpecastor her 
sct^pboafc pegK « this sounds 
tamter. Jotters (877-JOTTER1 • 
JotftrtJwD i k 

may be toi you 3 
The joun^s &e 
i:ornpact and 
contain acta 
rreo. perforated 
Sheets so ym : 

can teai out yoa» ptungg 10 
k*ep *tih youi phoic*. 90 
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Portable Dfe Cutting tu CW<^ vo<^ 




Sume things are simply 
destined to go together— apple 
pie and ice cream, Jack and Jill, 
scrapbooking and die cuts. 

Die cuts have been around 
almost since the beginning of 
the scrapbooking craze, and the 
fact that they are still a major ele- 
ment of scrapbooking today 
attests to the value of this wonder- 
ful creative option. However, 
everyone knows that there is 
always room for improvement— or 
at least that's what the people at 
QuicKutz believe. 

Utah-based QuicKutz produces 
and markets the latest and greatest in 
personal die cutting systems— a 
portable approach that delivers the 
sharp, crisp look of store die cuts in the 
comfort of your own home. The 

QuicKutz system includes the QuicKutz Hand Tool (or press), which weighs less 
than two pounds and is roughly ten inches long (see Figure 1), and QuicKutz 
Pocket Dies, which are two inches square, thinner than a credit card, and stored in 
convenient, compact custom-designed binders (see Figure 1 ). Although small, the 
system is superior— the dies are made of solid steel and will last a lifetime, and the 
hand tool is a carefully engineered, precision instrument. 

QuicKutz offer an impressive variety of alphabets (see Figure 2) — nine different 
styles (more than any other personal die-cutting system) available in I 1/4" letters; 
five of the styles are also available in a mini (5/8") size. All of the QuicKutz alpha- 
bets have matching numbers and punctuation, and six of the nine have matching 
shadows. In addition, QuicKutz has more than 1 75 different die cut shapes (see 
Figure 1) Currently, the company releases new shapes every month and a new 
alphabet every quarter. 

The QuicKutz System was designed to be 
durable, portable, easy to use, and easy 
to store. Made entirely in the 
United States, QuicKutz is the 
only such system with a limit- 
ed lifetime warranty. QuicKutz 
dies make tens of thousands ot cuts, all with the same 
sharp, clean quality as the first. And QuicKutz can be 
used for a wide variety ot uses, including scrapbooking 
(see Figure 3), greeting cards, gift bags and boxes, pic- 
ture frames, and more. 

Using die cut letters, numbers, and shapes has never 
been easier, quicker, or more fun. But the best part about 
QuicKutz is not only do scrapbookers enjoy amazing vari- 
ety, impressive versatility, and superior quality, they get it 
in a package so small that they can literally take it with 

, , them -anytime, anywhere. 

Figure 1 , 1 
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sciapbooking top 50 



mini mechanisms 



"SCRAPBOOKING MEANS TAKING IT WITH YOU, w 
says Amelia Parkin, public relations specialist and events 
coordinator for QuicKutz, Inc. "And if you're like me, it 
means wanting to take it all with you." That feeling is the 
driving force b ehind the trend to downsize — everything 
is getting smaller, from die-cutting machines to sewing 
machines. Manufacturers are saying, "You can take it 
with you." Last year, QuicKutz introduced a personal 
die-cutting system (shown above) weighing less than 
two pounds. Add 80 dies to reach three pounds. 
Compact equals portable equals practical, Amelia says. 



"Several reasons exist for why smaller is appealing," 
says Major Maddon, Provo Craftls vice president of 
marketing. "Itis cute, it represents ease and itfc portable." 
Provo Craft also minimized by introducing the Sizzix 
personal die-cutting system. 

Other companies following suit are Xyron and White 
Sewing. The Xyron 150 (shown above) makes stickers 
no wider than lW\ while the Sew Cute (shown above) 
sewing machine can handle most big sewing jobs at a 
fraction of the size and weight. It's battery operated, so 
it's totally portable. 
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